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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of claims 1-7 in the reply filed on April 10, 2007 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

3. Claims 1 and 3-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pegg et al. (4,649,918). Pegg et al. disclose, at least in the figures, an apparatus for 
harvesting plugs from bone tissue, where the apparatus includes a tube (20) with an 
inner bore (28), a distal end having a cutting edge (26), a plurality of recesses (32) or 
apertures each extending extending from an inner surface of the tube to an outer 
surface of the tube and running towards the proximal end of the tube and beginning a 
predetermined distance away from the distal end of the tube, a tooth (34, 36, or 38) 
coupled to the distal end of the tube and extending towards the inner bore in a direction 
substantially orthogonal to the cutting edge, and a handle (34). Note: The statement of 
intended use ("for harvesting plugs from bone tissue," where the bone plugs comprise 
"articular cartilage and underlying bone tissue") has been carefully considered but 
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deemed not to impose any structural limitations on the claims patentably distinguishable 

■ 

over the device of Pegg et al., which is capable of being used as claimed if one desires 
to do so. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art, 

4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness, 

5. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pegg et 
al. in view of Stavropoulos et al, (4,142.517). Pegg et al. disclose the invention 
substantially as claimed, but do not disclose a sheath mated to the tube and including 
one or more markings on an outer surface thereof, the one or more markings 

corresponding to an amount that the sheath is inserted into bone tissue. Stavropoulos 
et al. teach, at least in figures 5 and 6 and in col. 1 , line 7 to col. 2, line 51 ; a sheath (18) 
mated to an apparatus (40) for harvesting bone plugs, where the sheath includes 
markings (22) corresponding to an amount that the sheath is inserted into bone tissue. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made, in view of Stavropoulos et al., to include a sheath with the 
apparatus of Pegg et al. Such a sheath would allow harvesting of bone plugs that are 
undistorted by blood. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hallac (3,605,721), Simon et al. (5,346,497), and Reo 
(7,063,703) teach apparatuses usable for harvesting bone plugs. Greenberg et al. 

■ 

(5,743,916) teach a sheath for mating with drill bits and other instruments. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julian W. Woo whose telephone number is (571) 272- 

■ 

4707. The examiner can normally be reached Mon.-Fri., 7:00 AM to 3:00 PM Eastern 
Time, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anh Tuan Nguyen can be reached on (571) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

■ 

Information regarding the status of an application may be obtained from the 

■ 

Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 

i 

■ 

Business Center (EBC) at 866-217-9197 (toll-free). 

■ 

w 

I 

I 

Julian W. Woo 
Primary Examiner 

April 25, 2007 
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